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(5) the petitioner provides copies of any of
the documents required under paragraphs (2),
(3), and (4) to the patent owner or, if applica-
ble, the designated representative of the pat-
ent owner.

(b) PUBLIC AVAILABILITY.—AS soon as prac-
ticable after the receipt of a petition under sec-
tion 311, the Director shall make the petition
available to the public.

(Added Pub. L. 106-113, div. B, §1000(a)(9) [title
IV, §4604(a)], Nov. 29, 1999, 113 Stat. 1536,
1501A-568; amended Pub. L. 107-273, div. C, title
III, §§13105(a), 13202(a)(2), (c)(1), Nov. 2, 2002, 116
Stat. 1900-1902; Pub. L. 112-29, §6(a), (c)(3)(A)({1),
Sept. 16, 2011, 125 Stat. 300, 305.)

AMENDMENTS

2011—Pub. L. 112-29, §6(a), amended section generally.
Prior to amendment, section related to determination
of issue by Director.

Subsec. (a). Pub. L. 112-29, §6(c)(3)(A)I)T), sub-
stituted ‘‘the information presented in the request
shows that there is a reasonable likelihood that the re-
quester would prevail with respect to at least 1 of the
claims challenged in the request,” for ‘‘a substantial
new question of patentability affecting any claim of
the patent concerned is raised by the request,” and ‘A
showing that there is a reasonable likelihood that the
requester would prevail with respect to at least 1 of the
claims challenged in the request’ for ‘‘The existence of
a substantial new question of patentability’’.

Subsec. (¢). Pub. L. 112-29, §6(c)(3)(A)({1)(II), sub-
stituted ‘‘the showing required by subsection (a) has
not been made,” for ‘‘no substantial new question of
patentability has been raised,”.

2002—Pub. L. 107-273, §13202(c)(1), made technical cor-
rection to directory language of Pub. L. 106-113, which
enacted this section.

Subsec. (a). Pub. L. 107-273, §13202(a)(2)(A), struck out
second sentence which read as follows: ““On the Direc-
tor’s initiative, and at any time, the Director may de-
termine whether a substantial new question of patent-
ability is raised by patents and publications.”

Pub. L. 107-273, §13105(a), inserted at end ‘‘The exist-
ence of a substantial new question of patentability is
not precluded by the fact that a patent or printed pub-
lication was previously cited by or to the Office or con-
sidered by the Office.”

Subsec. (b). Pub. L. 107-273, §13202(a)(2)(B), struck out
, if any”’ after ‘‘third-party requester’’.

“

EFFECTIVE DATE OF 2011 AMENDMENT

Amendment by section 6(a) of Pub. L. 112-29 effective
upon the expiration of the 1-year period beginning on
Sept. 16, 2011, and applicable to any patent issued be-
fore, on, or after that effective date, with provisions for
graduated implementation, see section 6(c)(2) of Pub. L.
11229, set out as a note under section 311 of this title.

Pub. L. 112-29, §6(c)(3)(B), (C), Sept. 16, 2011, 125 Stat.
305, provided that:

‘“(B) APPLICATION.—The amendments made by this
paragraph [amending this section and section 313 of
this title]—

‘(i) shall take effect on the date of the enactment
of this Act [Sept. 16, 2011]; and

‘“(ii) shall apply to requests for inter partes reexam-
ination that are filed on or after such date of enact-
ment, but before the effective date set forth in para-
graph (2)(A) of this subsection [set out as a note
under section 311 of this title].

¢(C) CONTINUED APPLICABILITY OF PRIOR PROVISIONS.—
The provisions of chapter 31 of title 35, United States
Code, as amended by this paragraph [amending this sec-
tion and section 313 of this title], shall continue to
apply to requests for inter partes reexamination that
are filed before the effective date set forth in paragraph

TITLE 35—PATENTS

§314

(2)(A) as if subsection (a) [enacting section 319 of this
title and amending this section and sections 312 to 318
of this title] had not been enacted.”

EFFECTIVE DATE OF 2002 AMENDMENT

Amendment by section 13105(a) of Pub. L. 107-273 ap-
plicable with respect to any determination of the Di-
rector of the United States Patent and Trademark Of-
fice that is made on or after Nov. 2, 2002, see section
13105(b) of Pub. L. 107-273, set out as a note under sec-
tion 303 of this title.

§313. Preliminary response to petition

If an inter partes review petition is filed under
section 311, the patent owner shall have the
right to file a preliminary response to the peti-
tion, within a time period set by the Director,
that sets forth reasons why no inter partes re-
view should be instituted based upon the failure
of the petition to meet any requirement of this
chapter.

(Added Pub. L. 106-113, div. B, §1000(a)(9) [title
IV, §4604(a)], Nov. 29, 1999, 113 Stat. 1536,
1501A-568; amended Pub. L. 107-273, div. C, title
III, §13202(c)(1), Nov. 2, 2002, 116 Stat. 1902; Pub.
L. 112-29, §6(a), (c)(3)(A)(ii), Sept. 16, 2011, 125
Stat. 300, 305.)

AMENDMENTS

2011—Pub. L. 112-29, §6(c)(3)(A)(i), which directed
substitution of ‘it has been shown that there is a rea-
sonable likelihood that the requester would prevail
with respect to at least 1 of the claims challenged in
the request’ for ‘‘a substantial new question of patent-
ability affecting a claim of the patent is raised”, was
executed by making the substitution for ‘‘a substantial
new question of patentability affecting a claim of a
patent is raised”’, to reflect the probable intent of Con-
gress.

Pub. L. 112-29, §6(a), amended section generally. Prior
to amendment, text read as follows: “If, in a deter-
mination made under section 312(a), the Director finds
that it has been shown that there is a reasonable likeli-
hood that the requester would prevail with respect to
at least 1 of the claims challenged in the request, the
determination shall include an order for inter partes
reexamination of the patent for resolution of the ques-
tion. The order may be accompanied by the initial ac-
tion of the Patent and Trademark Office on the merits
of the inter partes reexamination conducted in accord-
ance with section 314.”

2002—Pub. L. 107-273 made technical correction to di-
rectory language of Pub. L. 106-113, which enacted this
section.

EFFECTIVE DATE OF 2011 AMENDMENT

Amendment by section 6(a) of Pub. L. 112-29 effective
upon the expiration of the 1-year period beginning on
Sept. 16, 2011, and applicable to any patent issued be-
fore, on, or after that effective date, with provisions for
graduated implementation, see section 6(c)(2) of Pub. L.
11229, set out as a note under section 311 of this title.

Amendment by section 6(c)(3)(A)(ii) of Pub. L. 112-29
effective Sept. 16, 2011, and applicable to requests for
inter partes reexamination filed on or after Sept. 16,
2011, but before the effective date set forth in section
6(c)(2)(A) of Pub. L. 112-29, with continued applicability
of prior provisions, see section 6(c)(3)(B), (C) of Pub. L.
11229, set out as a note under section 312 of this title.

§ 314. Institution of inter partes review

(a) THRESHOLD.—The Director may not author-
ize an inter partes review to be instituted unless
the Director determines that the information
presented in the petition filed under section 311
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